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REMARKS 

Claim 1-7 are pending and stand rejected. Specifically, the Office maintains obviousness 
rejection of claims 1-7 over Patent No. 6,719,852 B2 to Oshima et al. ("Oshima"), in view of 
WO 02-07902 to Dupart et al. ("Dupart") and further in view of Patent No. 4,243,434 to Hartley 
et al. ("Hartley"). The rejection should be reconsidered and withdrawn in view of the 
amendments made herein and the remarks that follow. 

The specification, as originally filed, discloses a finish treatment by forming a conversion 
coating including "a solution of inorganic salt and organic acid which contains trivalent 
chromium and silica as main ingredients." See paragraph bridging pages 8 and 9. Because a 
solution containing inorganic salt, organic acid containing trivalent chromium and silica is 
inherently transparent, the specification has been amended to recite a "transparent" chromate 
coating. See attached partial translation of Japanese Patent No. 8-983 (1996) which states that a 
film of "trivalent chrome, silica and phosphoric acid is very transparent, the coating is 
transparent and colorless" at page 3, right column, lines 42-44. Similarly, the claims have been 
amended to recite a "transparent" chromate coating. No new matter has been added. Entry of 
the amendment and reconsideration on the merits are respectfully requested. 

Chromate coatings are typically applied as conversion coating to passivate substrates 
containing aluminum, zinc, cadmium, copper, silver and to slow corrosion of the substrate. 
Conventional techniques includes conversion coating with hexavalent chromium. Adverse 
toxicological and environmental effects of hexavalent chromium have caused the industry to 
seek less toxic alternatives. One such alternative is trivalent chromium. Trivalent chromium, 
however, does not inhibit oxidation as effectively as the hexavalent chromium. The claimed 
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invention addresses this deficiency by providing a unique combination of two trivalent chromate 
layers: a black chromate layer coated by a transparent chromate layer. 

The black coating is formed in an organic salt solution containing trivalent chromium and 
iron components as main ingredients. The transparent chromate coating is formed in a solution 
of inorganic salt and organic acid containing trivalent chromium and silica. The layers have 
substantially similar composition and are deposited independently of each other. 

The transparent chromate coating prevents formation of red rust (ferric oxide) by 
preventing the iron components from being deposited on the surface thereof. On the other hand, 
since the double chromate coating improves the corrosion resistance properties by staving off 
water, the iron components will be changed to black rust (ferrous oxide). Consequently, the 
claimed embodiments of double chromate coating provide a black coating with improved 
corrosion resistance and lasting color luster. 

The references fail to render claims 1-7 unpatentable because the references, taken 
individually or in combination, fail to disclose or suggest forming two chromate layers on the 
substrate (i.e., a black chromate coating and a transparent chromate coating). Specifically, the 
independent claims have been amended to recite: 

• Claim 1: "forming a black coating on the rinsed metal part . . . [and] forming a 
transparent conversion chromate coating " 

• Claim 2: "forming a black coating on the rinsed coated metal part . . . [and] forming a 
transparent conversion coating 

• Claim 4: "forming a black chromate coating; and treating the black chromate surface with 
an inorganic salt and organic acid solution having trivalent chromium and silica to form a 
transparent chromate coating layer thereon." 
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• Claim 7: "forming a black chromate coating; and treating the black chromate surface with 
an inorganic salt and organic acid solution having trivalent chromium and silica to form a 
second chromate coating, wherein the second chromate coating is transparent." 
The primary reference to Oshima is directed to a processing solution for forming a 
conversion coating free of hexavalent chromium. At the paragraph bridging columns 2 and 3, 
Oshima discloses a solution for forming a trivalent chromate film on a zinc or a zinc alloy 
plating. Oshima does not disclose nor suggest forming a black chromate coating, much less, 
forming a black chromate coating and a transparent chromate coating. 

The reference to Dupart fails to cure Oshima' s deficiencies. Duprat is directed to a two- 
layer anticorrosive coating composition. (See Page 1.) At the paragraph bridging pages 4 and 5, 
Dupart discloses treating a zinc alloy substrate with a trivalent chromium solution, followed by a 
treatment of the alloy with a suspension of organic polymers, anticorrosive metal oxides and 
black pigments. At the sections cited by the Examiner (i.e., page 6-8 of the translation), the 
reference discloses compositions containing trivalent chromium only for forming the first of the 
two layers. Thus, the second layer of Dupart is void of chromium and fails to render the claims 
unpatentable for at least this reason. 

Moreover, Dupart discloses a second coating which may be an acrylic polymer having 
properties of paint. Because the first layer contains chromium and the second layer is an acrylic 
polymer the bond between them will be weak and subject to layer separation. Once the bond 
fails, the ferrite components of the lower layer will oxidize forming red rust and denigrating the 
black luster of the coating. In contrast, since Applicant's claims are directed to two layers with 
substantially similar compositions, the bond between the layers is not susceptible to the 
separation problem of Dupart and the black luster remains indefinitely. 



541762.1 



10 



Patent 
52469-0100 



Finally, Hartley discloses coating metal tools with a chromium-containing solution. 
Hartley teaches using chromium trioxide to inhibit an acid phosphoric binder from reacting with 
the underlying metallic substrate. Hartley fails to disclose or suggest forming a black chromate 
coating having trivalent chromium, much less, combining the black chromate coating with a 
layer of transparent chromate coating. 

Because the references, taken individually or in combination, fail to disclose or suggest 
each and every element of independent claims 1 , 2, 4 and 7, the obviousness rejection should be 
reconsidered and withdrawn. Claims 3 and 5-6 depend from an otherwise patentable 
independent claim and are deemed patentable at least by the virtue of this dependence. 
Accordingly, additional reasons for patentability of claims 3 and 5-6 will not be proffered. 
Reconsideration and withdrawal of the obviousness rejection are respectfully requested. 

Having addressed the rejections of the pending Office Action, Applicant respectfully 
submit that the application is now in condition for allowance and respectfully solicits a notice to 
this effect. 

If any issues remain that can be readily resolved through a telephonic interview, the 
Examiner is kindly invited to contact the undersigned directly. 



Very truly yours, 




Resiftration No. 25,124 
600 Anton Boulevard, Suite 1400 
Costa Mesa, California 92626-7689 
Telephone: (714)427-7420 
Facsimile: (714) 427-7799 
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Translation 

Japanese Patent 1996-983 

(Page 3, Left column, Line 48 to right column, Line 2) 

Furthermore, according to the metal ions, it is possible to give colors including 
white to the chromate coating. Since the chromate coating is made of the trivalent 
chrome and transparent and colorless, the color tone is likely to be beautiful. 

(Page 3, Right column, Line 42 to 44) 

Since the chromate coating is mainly made from the trivalent chrome and the 
film made from the trivalent chrome, silica, and phosphoric acid is very transparent, the 
coating is transparent and colorless. 
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